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DETAILED ACTION 

1 . This action is responsive to communications: Amendment filed on 06/1 3/2004. 

2. Claims 1-10 and 12-27 are pending in this case. Claims 1, 10, 17, and 22 are 
independent claims. Claims 1, 10, 17, and 22 have been amended. 

Claim Rejections - 35 USC § 103 

3. The text of those sections of Title 35, U.S. Code not included in this action can 
be found in a prior Office action. 

Claims 1-10 and 12-27 remain rejected under 35 U.S.C. 103(a) as being 
unpatentable over Neibauer (The ABCs of WordPerfect 8, published in 1997) in 
view of Prinzing (US Patent Number 6,480,206, filed on February 24, 1998). 

4. Regarding independent claim 1, Neibauer discloses a method in which an 
interface to operate a function (extension) used to highlight sections of text (Page 89- 
90, "Highlighting Text" of Neibauer). Neibauer does not disclose a method in which the 
non-visual and visual aspects of the highlight are determined by separate extensions. 
However, Prinzing discloses a method in which extensions (style objects) of an editor 
generates visual objects (control visual aspects) and associates them with objects in a 
document in a text editor, which controls the non-visual aspects (column 2, line 55- 
column 4, line 14 of Prinzing). Prinzing also discloses a development kit can be used to 
modularly apply style changes (highlights) using view objects (designers) received from 
an interface to text elements (content) in a document in a text editor, allowing text 
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elements to remain unchanged (column 3, lines 17-53 of Prinzing). It would have been 
obvious to one of ordinary skill in the art at the time the invention was made to have 
combined the methods of Neibauer with the methods of Prinzing because it would have 
allowed for the addition of functionality to an editor without significant modifications to 
original code. 

5. Regarding dependent claim 2, Neibauer discloses a method in which the 
interface contains options to change the color and shading of the highlighting (style) 
(Page 89-90, "Highlighting Text" of Neibauer). 

6. Regarding dependent claim 3, Neibauer discloses a method in which text may 
be highlighted by selecting a point at the beginning of the section to be highlighted and 
then deselecting at the end of the section to be highlighted, at which point it is 
highlighted (Page 89-90, "Highlighting Text" of Neibauer). This act temporarily 
highlights the text in a block providing a user with a view of the start and end points (two 
display pointers) (Page 29-30, "Selecting Text" of Neibauer). 

7. Regarding dependent claim 4, Neibauer discloses a method in which text may 
be highlighted by selecting a point at the beginning of the section to be highlighted and 
then deselecting at the end of the section to be highlighted, at which point it is 
highlighted (Page 89-90, "Highlighting Text" of Neibauer). This act temporarily 
highlights the text in a block providing a user with a view of the start and end points (two 
display pointers) (Page 29-30, "Selecting Text" of Neibauer). Neibauer also discloses a 
method in which the interface contains options to change the color and shading of the 
highlighting (style) (Page 89-90, "Highlighting Text" of Neibauer). 
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8. Regarding dependent claim 5, Neibauer discloses a method in which the user 
may redefine the text contained within a highlight segment (Page 89-90, "Highlighting 
Text" of Neibauer). Neibauer does not disclose a method in which different extensions 
may cause different visual aspects. However, Prinzing discloses a method in which the 
styles objects (extensions) can cause different visual objects (column 1, line 52-column 
2, line 9 of Prinzing). It would have been obvious to one of ordinary skill in the art at the 
time the invention was made to have combined the methods of Neibauer with the 
methods of Prinzing because it would have allowed for the addition of functionality to an 
editor without significant modifications to original code. 

9. Regarding dependent claim 6, Neibauer discloses a method in which the user 
may redefine the color and shading (style) within a highlight segment (Page 89-90, 
"Highlighting Text" of Neibauer). 

10. Regarding dependent claim 7, Neibauer discloses a method in which the user 
may remove highlighting from a segment (Page 89-90, "Highlighting Text" of Neibauer). 

1 1 . Regarding dependent claim 8, Neibauer discloses a method in which an 
interface contains options to change (control) the color and shading of the highlighting 
(style) (Page 89-90, "Highlighting Text" of Neibauer). 

12. Regarding dependent claim 9, Neibauer discloses a method in which an 
interface contains options to change (control) the color and shading of the highlighting 
(style), allowing the user to change one segment, instead of all of them (Page 89-90, 
"Highlighting Text" of Neibauer). 
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13. Regarding independent claim 10, Neibauer discloses a method in which an 
interface to operate a function used to highlight sections of text (Page 89-90, 
"Highlighting Text" of Neibauer). Neibauer does not disclose a method in which a 
designer is used to receive the parameter or return the values to the designer regarding 
the state of the highlighted segment. Neibauer does not disclose a method in which an 
extension of an extensible editor is used to perform this action. However, Prinzing 
discloses a method in which extensions (style objects) of an editor generates visual 
objects (control visual aspects) and associates them with objects in a document in a text 
editor, which controls the non-visual aspects (column 2, line 55-column 4, line 14 of 
Prinzing). Prinzing also discloses a development kit can be used to modularly apply 
style changes (highlights) using view objects (extensions) received from an interface to 
a document in a text editor (column 3, lines 17-53 of Prinzing). The interface can 
determine and edit styles of any text, so it is inherent that values based on the state of 
all text, including highlighted segments are communicated between the development kit 
and the text editor (column 3, lines 6-16 of Prinzing). It would have been obvious to one 
of ordinary skill in the art at the time the invention was made to have combined the 
methods of Neibauer and Prinzing because it would have allowed the addition of new 
functionality without rewriting the entire editor. 

14. Regarding dependent claims 12-16, the claims are the medium correlated with 
storing the method of claims 3-7. Thus, the claims are rejected along the same 
rationale as claims 3-7 



Application/Control Number: 09/675,692 Page 6 

Art Unit: 2178 

1 5. Regarding independent claim 17, Neibauer discloses a method In which an 
interface to operate a function used to highlight sections of text when requested (Page 
89-90, "Highlighting Text" of Neibauer). Neibauer does not disclose a method in which 
an extension of an extensible editor is used to perform this action. However, Prinzing 
discloses a method in which extensions (style objects) of an editor generates visual 
objects (control visual aspects) and associates them with objects in a document in a text 
editor, which controls the non-visual aspects (column 2, line 55-column 4, line 14 of 
Prinzing). Prinzing also discloses a development kit can be used to modularly apply 
style changes (highlights) using view objects (extensions) received from an interface to 
a document in a text editor (column 3, lines 17-53 of Prinzing). The interface can 
determine and edit styles of any text, so it is inherent that values based on the state of 
all text, including highlighted segments are communicated between the development kit 
and the text editor (column 3, lines 6-16 of Prinzing). It would have been obvious to one 
of ordinary skill in the art at the time the invention was made to have combined the 
methods of Neibauer and Prinzing because it would have allowed the addition of new 
functionality without rewriting the entire editor. 

16. Regarding dependent claim 18, Neibauer discloses a method in which an 
interface contains options to change (control) the color and shading of the highlighting 
(style) (Page 89-90, "Highlighting Text" of Neibauer). Neibauer does not disclose a 
method in which an extension of an extensible editor is used to perform this action. 
However, Prinzing discloses a development kit can be used to modularly (extension) 
apply style changes (highlights) received from an interface to a document in a text editor 
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(column 3, lines 17-53 of Prinzing). The interface can determine and edit (control) 
styles of any text, so it is inherent that values based on the state of all text, including 
highlighted segments are communicated between the development kit and the text 
editor (column 3, lines 6-16 of Prinzing). It would have been obvious to one of ordinary 
skill in the art at the time the invention was made to have combined the methods of 
Neibauer and Prinzing because it would have allowed the addition of new functionality 
without rewriting the entire editor. 

17. Regarding dependent claim 19-21, t he claims are the medium correlated with 
storing the method of claims 2-7. Thus, the claims are rejected along the same 
rationale as claims 2-7 

18. Regarding independent claim 22, Neibauer discloses a method in which an 
interface to operate a function (extension) used to highlight sections of text (Page 89- 
90, "Highlighting Text" of Neibauer). Neibauer does not disclose a method in which a 
designer interface is used to transfer data between designers and the editor or an event 
routing controller. However, Prinzing discloses a method in which extensions (style 
objects) of an editor generates visual objects (control visual aspects) and associates 
them with objects in a document in a text editor, which controls the non-visual aspects 
(column 2, line 55-column 4, line 14 of Prinzing). Prinzing also discloses a development 
kit can be used to modularly apply style changes (highlights) using view objects 
(designers) received from an interface to text elements (content) in a document in a text 
editor, allowing text elements to remain unchanged (column 3, lines 17-53 of Prinzing). 
Prinzing discloses a method in which a development kit routes the editing actions 



Application/Control Number: 09/675,692 Page 8 

Art Unit: 2178 

(events), which includes transfer of data, to the different view objects to properly format 
the text elements (column 4, lines 15-44 of Prinzing). It would have been obvious to 
one of ordinary skill in the art at the time the invention was made to have combined the 
methods of Neibauer and Prinzing because it would have allowed the addition of new 
functionality without rewriting the entire editor. 

19. Regarding dependent claim 23, Neibauer discloses a method in which an 
interface contains options to change (control) the color and shading of the highlighting 
(style) (Page 89-90, "Highlighting Text" of Neibauer). Neibauer does not disclose a 
method in which an extension of an extensible editor is used to perform this action. 
However, Prinzing discloses a development kit (designer) can be used to modularly 
apply style changes (highlights) received from an interi'ace to a document in a text editor 
(column 3, lines 17-53 of Prinzing). The interface can determine and edit (control) 
styles of any text, so it is inherent that values based on the state of all text, including 
highlighted segments are communicated between the development kit and the text 
editor (column 3, lines 6-16 of Prinzing). It would have been obvious to one of ordinary 
skill in the art at the time the invention was made to have combined the methods of 
Neibauer and Prinzing because it would have allowed the addition of new functionality 
without rewriting the entire editor. 

20. Regarding dependent claims 24 and 26, the claims are the medium correlated 
with storing the method of claims 2-7. Thus, the claims are rejected along the same 
rationale as claims 2-7 
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21 . Regarding dependent claim 25, Neibauer discloses a method in which the user 
may redefine the text contained within a highlight segment and the style of the highlight 
segment (Page 89-90, "Highlighting Text" of Neibauer). 

22. Regarding dependent claim 27, Neibauer discloses a method in which an 
interface to operate a function (extension) used to highlight sections of text (Page 89- 
90, "Highlighting Text" of Neibauer). Neibauer does not disclose a method in which a 
designer interface is used to transfer data between designers and the editor or an event 
routing controller. However, Prinzing discloses a development kit can be used to 
modularly apply style changes (highlights) using view objects (designers) received from 
an interface to text elements (content) in a document in a text editor, allowing text 
elements to remain unchanged (column 3, lines 17-53 of Prinzing). Prinzing discloses a 
method in which a development kit routes the editing actions (events), which includes 
transfer of data, to the different view objects to properly format the text elements, when 
added formatting is removed it is returned to it's original formatting (column 4, lines 15- 
44 of Prinzing). It would have been inherent that type checking occurs to make sure the 
text objects are still viewable by the original editor that created them. It would have 
been obvious to one of ordinary skill in the art at the time the invention was made to 
have combined the methods of Neibauer and Prinzing because it would have allowed 
the addition of new functionality without rewriting the entire editor. 



Response to Arguments 
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23. Applicant's arguments filed 6/1 3/2005 have been fully considered but they are 
not persuasive. 

Regarding the arguments on pages 10-13, regarding claims 1, 10, 17, and 22; 
Prinzing shows that formatting including color (i.e. highlighting) can be applied using an 
extension of an editor, as disclosed in the rejection. Prinzing discloses that different 
parameters are used to change the format of different sections (characters, words, 
paragraphs, etc) (column 1 , line 52-column 2, line 10 of Prinzing). Examiner agrees 
with the applicant that a user makes the decisions on what is to be highlighted, and the 
extension acts as an interface for that user in the method of Prinzing. However, the 
examiner notes that the sections of the applicant's specification to justify the 
amendments state the same reasoning (page 3, lines 1-10 and page 42, lines 5-6 also 
see page 2, lines 10-16 of applicant's specification). In all of these citations the 
extensions are spoke of as an interface that "provide a rich editing experience," with a 
user performing the editing. The editor extension does not operate independently of a 
user in an automatic fashion, or it is at least unclear where the information may be 
found in the specification or the claims to support that interpretation of the functionality 
of the applicant's invention. The examiner will interpret the statement "...an editor 
extension to control which section of an electronic document is highlighted..." to mean 
an editor extension acts as an interface which a user uses in order to control editing, the 
extension controlling the editing intermediately. The examiner agrees that Prinzing 
discloses a plug-in method, but notes that plug-ins by definition are known extensions of 
extensible programs. Thus, Neibauer shows the abilities often attached to highlighting 



Application/Control Number: 09/675,692 



Page 1 1 



Art Unit: 2178 

tools, while Prinzing shows that formatting tools like Neibauer can be extensible in 
nature, and shows the functionality of an editor extension. 



24. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Joshua D. Campbell whose telephone number is (571) 
272-4133. The examiner can normally be reached on M-F (8:00 AM - 4:30 PM). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Stephen Hong can be reached on (571) 272-4124. The fax phone number 
for the organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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